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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )El Responsive to communication(s) filed on 03 October 2003 . 
2a)Q This action is FINAL. 2b)£3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) E3 Claim(s) 101-114 and 124-129 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) E3 Claimfel 108-114 and 127-129 is/are allowed. 

6) KI Claim(s) 101.104.105 and 124 is/are rejected. 

7M Claim(s) 102.103.106.107.125 and 126 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority und r 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some*cO None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) £5] Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) CH Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) O Other: 
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DETAILED ACTION 

1 . Applicant's request for reconsideration of the finality of the rejection of the last 
Office action is persuasive and, therefore, the finality of that action is withdrawn. 

Response to Remarks 

2. Applicants 1 arguments and amendments, filed on 10/3/03, have been approved 
and entered. Rejections and/or objections not reiterated from previous office actions 
are hereby withdrawn. The following rejections and/or objections are either newly 
applied or reiterated. They constitute the complete set presently being applied to the 
instant application. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

5. Claims 101, 104, 105, 124 are rejected under 35 U.S.C. 102(b) as being 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Metzker et 
al. (5,728,529). 

Metzker discloses methods for the use of a class of dyes for improved DNA 
sequencing by the chain termination method of DNA sequencing, and internal labelling 
of polynucleotides by enzymatic incorporation of fluorescently-labeled ribonucleotides or 
deoxyribonucleotides. BODIPY fluorophores have narrower band width, insensitivity to 
solvent or pH, and improved photostability, thus, BODIPY fluorophores lead to improved 
DNA sequencing and/or detection in any method where electrophoresis and detection of 
DNA is required which is viewed to be inclusive of the method of instant claim101 where 
labeled fragments are obtained separated by size and sequence determined. 
Additionally, the spectral properties of the BODIPY fluorophores are sufficiently similar 
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in wavelength and intensity to be used with conventional equipment known in the art. 
(Abstract, and summary of the invention). Figure 2 shows examples of dye labeled 
ribonucleotides. The method further includes the step of extending from a primer a 
plurality of deoxynucleotides by means of a DNA polymerase suitable for DNA 
sequencing or a reverse transcriptase suitable for DNA sequencing in the presence of 
dideoxyadenosine triphosphate, dideoxycytosine triphosphate, dideoxyguanosine 
triphosphate, and dideoxythymidine triphosphate. DNA polymerase is selected from the 
group of Klenow fragment, Sequenase.RTM., Bst DNA polymerase, AmpliTaq.RTM. 
DNA polymerase, Pfu (exo-)DNA polymerase, Thermosequenase.RTM., rTth DNA 
polymerase or Vent(exo-).RTM. DNA polymerase, and said reverse transcriptase is 
selected from the group of AMV-RT or M-MuLV-RT. 

The prior art provides methods for the use of a class of dyes particularly suited 
for the chain termination method of DNA sequencing. The prior art discloses methods 
for labelling internally RNA or DNA fragments by enzymatic incorporation of dye-labeled 
ribonucleotides or deoxynucleotides. The labeled fragments may then be analyzed 
which is viewed to be inclusive of the cleavage, separation and detecting steps of the 
instant invention. Since both the prior art and the instant application prepare and use 
composition which appeared to be identical for DNA analysis, the prior art therefore 
suggests the instant application under 35 U.S.C. § 103(a). 
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6. Claims 102-103, 106, 107, 125, 126 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

7. Claims 108-1 14, 127-129 are allowed. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jezia Riley whose telephone number is 703-305-6855. 
The examiner can normally be reached on 9:30AM - 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 703-308-1 119. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 



Tuesday, October 21 , 2003 



0196. 




